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SOLICITATION - ADVERTISEMENTS- CLASSIFIED TELEPHONE OR CITY
DIRECTORY - LISTING ASSPECIALIST - PATENT ATTORNEY

A registeredJ. S. PatentAttorneymaylist himselfasa PatentAttorneyin the classifiedor
city directoryor in anyothermanneipermittedby pertinentpatentregulationsijf helimits his
practiceto the scopeof hislicensefrom theU. S. PatentOffice; outthe RegisteredJ. S. Patent
Attorneywho alsopracticedaw underor by reasorof his Texaslicensemaynot list himselfor
his qualificationson letterhead®r in atelephonalirectoryor in anyotherway forbiddento other
Texaslawyers.Exceptasprovidedin Canonss9 and42 andthe pertinentinterpretativeopinions,
thefactthatthe scopeof one'spracticeis influencedby the existenceof alimited-licensefrom
anothersourcesuchastheU. S. PatentOffice is immaterialandmay not be usedasthe basisof
anydirector indirectsolicitationor advertisement.

Canon4,39,41,42.

QUESTION

In thecaseof Freev. Bland, 92 S.Ct.1089,369U.S.663,which arosefrom Texascourts,the
SupremeCourtof the United Stateswrotethat". . . a state'sacknowledgegbower,which
interfereswith or is contraryto federallaw, mustyield," citing Gibbonsv. Ogden, 9 Wheatl, and
concludedhatafederaladministrativeregulationpromulgatedursuanto statute'is afederal
law which mustprevailif it conflictswith statelaw."

In Sperry v. Florida, 83 S.Ct 1322(1963),Gibbons v. Ogden wasagaincited by the United
StatesSupremeCourtandit wasnotedthat"CongressasprovidedthatCommissionepof Patents
'may prescriberegulationgyoverningtherecognitionandconductof agentsattorneyspr other
persongepresentingpplicantor otherpartiesbeforethe PatentOffice'."

PatentOffice Rule 345waspromulgatedn August,1957(22 F.R.6898)pursuanto statutory
authoritygrantedthe Commissioneof PatentsunderTitle 35 of the United StatesCode,and
althoughRule 345(a)prohibitsadvertisingandsolicitation,Rule 345(b)specificallystatesfor
thoseregisteredo practicebeforethe United StatesPatentOffice, suchasPatentAttorney, that:

"(b) Theuseof simpleprofessionaletterheadscalling cards or office signs,simple
announcementsecessitatetly openingof office changeof associationor changeof address;
distributedto clientsandfriends,andinsertionof listingsin commonform (notdisplay)in
classifiedtelephoneor city directoryandlistings of professionatardswith biographicadatain
standargrofessionatlirectoriesshallnot be considered violation of thisrule."

(1) Thequestionis raisedwhetherRegisteredJ. S. PatentAttorneyswho aremembersf the
Texasbarmayalsolist themselvesisPatentAttorneysin the classifiedtelephoneor city
directory;especiallyasOpinionNo. 127 of March,1956(issuedprior to thesedecisions)seems
to permita choiceof a singlelisting in the classifieddirectoriesandto deprivealisting under
Attorneywould seento beanexactmenbf conditioncontraryto the spirit of the Freedecision.

(2) The otherquestiorraisedis whetherthe specializegrofessiorof RegisteredPatent



Attorneymaybeindicatedon letterheadscalling cardsandoffice signsto indicatethatattorney's
federallyrecognizedandpermittednoticeof specializationsuchseemdo be consistentvith
Opinion52 of May, 1952.

Thereforejt would appeathatopinionsinterpretingor modifying the Texascanongo the
extentthatthesecanonsarein no way intendedo contravendghe decisionsf the United States
SupremeCourtor to interferewith or be contraryto federalregulationsseemappropriateandit
would beappreciatedf the TexasProfessionaEthicsCommitteecouldclarify theseareas.

OPINION

Thebasicpatternof regulationof law practiceis oneof statelicensepermittingonegenerally
to practicelaw. The Statesexact,asa conditionto practiceof law, a showingby anapplicantfor a
licensethatheis of goodmoralcharacteandpossessedf a sufficientminimumknowledgeand
understandingf a broadrangeof legal principles.This control of law practiceis not for the
purposeof creatinga speciallyprivilegedandprotectedclassbut ratherit is for the purposeof
affordingprotectionto thelegalrights of all personsy assuringhattheywill receivelegal
adviceandlegalrepresentationnly from thoseprovento be generallyqualified.

All attemptgo definethe practiceof law (or the unauthorizegracticeof law) solelywith
regardto whetheregal principlesareknownor used,arepredestinedor failure; for todayevery
businessmamustknow andusesomelaw, andsomebusinessmef(e.g. title abstractors,
insuranceagentsjnsuranceadjustorstax accountantdabornegotiatorg musthaveandusea
ratherspecializedknowledgeof certainlimited areasof law. Whereonenotlicensedasa lawyer
is performingfor anothemork requiringknowledgeof someareaof law he usuallywill be
regulatedoy the stateto the extentnecessaryo protectthe public. If hiswork is of suchnature
thathe shouldhaveafirm graspof legalprinciples,or if hiswork is suchthatit shouldbe done
for anotheronly by onewho is heldto the ethicalstandard®f alawyer,noregulation
satisfactorilyprotectsthe public exceptthe requirementhatthis work be doneonly by alicensed
lawyer,andin thosesituationst usuallywill be heldto bethe unauthorizedr illegal practiceof
law for onenotsolicensedo do thework, andthisis particularlytrueif lawyersareregularly
availableto dothework atreasonabl@rices.

Ethicalstandardareimposed)argelyby the Canonsof Ethics,uponlawyers.Theyare
imposedto protectthe public; usuallyit canreadilybe seenthatthe canon'srotectionis direct,
althoughsometimest is alsoindirectaswhena standards imposedto increasehedignity of the
professiorsoasto increasdhe public'srespecfor law andorderandthe courts(of which the
lawyeris animportantofficer), or whenit is imposedo protectthe lawyeragainsthe
competitionof anunlicensegersorwho shouldnot be permittedto actfor anotherin a certain
areaof work butagainstwvhomthe lawyer cannotcompeteexceptby loweringthe quality of his
work or by misleadingclientsby giving unfoundedbold assurancesf successn orderto secure
thelegalbusines®r by violating otherstandardshatwerepromulgatedo protectthe public.

Theunusuabatternof regulationof law practiceis thatof alimited licenseto practicein a
limited areaof law. Thisis seldomfoundon a statelevel because¢he stategendto hold thatthe
courtshaveinherentpowerto regulatethe practiceof law, andcourtstendto look with disfavor
onlimited licensesbecaus¢he complexinterplayof legal principlesis suchthatit is reasonable
to think onecannotbewell qualifiedevenasalimited-clasdawyerunlessheis or hasbeena
generabpractitioneror lawyer. Thelimited-licenses a creatureof thelegislatureandof the
executivebranchandindeedis rarelyencountere@xceptin the federalsystemThelicenseto



practice before the Patent Office creates a limited-lawyer of this sort; he is called a Patent
Attorney if he coincidentally is a lawyer generally licensed by a state and a Patent Agent if he is
not. There are dozens of limited-licensing agencies in the federal system. The Patent Office today
appears to be trying to hold its limited licensees or "limited lawyers" to ethical standards

generally prevailing in the state systems.

The limited-lawyer created by the Patent Office necessarily is permitted not only to perform
the limited-area law practice he is licensed to do, but to hold himself out to the public as being
authorized to perform these acts, and this is the gist &pdney decision. He cannot hold
himself out as a general lawyer, for this is not the scope of his limited license, so he must and
does hold himself out as a Patent Lawyer or under some similar designation which does not
misrepresent the scope of his limited license.

It seems to follow that the holder of this limited license may hold himself out in whatever
manner the Patent Office permits and which does not mislead the public as to the scope of his
limited licens&by use of letterheads, calling cards, office signs, announcement cards, telephone
directory listings, etc.

For several reasons not necessary to reiterate now, Texas has seen fit (Canon 24) to prohibit
all solicitation, direct or indirect, of legal business by holding one's self out as having special
talents or qualifications of any sort (except as provided in Canons 39 and 42) . One reason is that
Texas has not yet set up any licensing control over attempted specialization by its general-license
practitioners. This does not mean that the limited-license, federal practitioner of one sort or
another cannot carry on his limited practice and hold himself out as so doing to the extent
permitted by his limited license; on the contrary, he can, without interference from the state.

Thus the one who holds both a limited license from a federal agency and a general license
from the State of Texas has no problem if he limits his practice to the scope of his limited license.
(He might be wise to indicate clearly on any letterheads, etc., that do not conform to state ethical
requirements that he is limiting his practice to the scope of his limited incense.) But if he wishes
to practice under his general state license, he must conform to state standards and this means that
all "specialists” are handled as general practitioners (Canon 41) and that as a Texas lawyer he
cannot hold himself out by means of letterheads, calling cards office sign, etc., as having any
special talents or qualifications. (See Opinions 127, 190, 192, 198, 199, 200, 222 249 and 250.)
This in no way intrudes upon his limited license, if because of his limited license he may perform
acts which would also be the practice of law if performed by a generally licensed lawyer, he
obviously may perform those acts while limiting his practice to the scope of his limited license,
for the reason that those acts are within the scope of his limited license. And if the acts he desires
to perform are not within the scope of his limited license but are within the scope of his general
state license, the fact he has the limited federal license is immaterial and his limited license is not
intruded upon by a requirement that he conform to the ethical standards required by his state
license before he performs acts within the scope of his general state license and without the scope
of his limited federal license. Any other view would necessarily open the gates to all state lawyers
to make representations about various special talents and qualifications they might profess to
have, which would lessen the protection now given the public because it would encourage the
public to select lawyers on the basis (rather than of legal ability and skill ) of imaginary
gualifications or of real qualifications which were either immaterial to the matter at hand or were
cleverly puffed up and exaggerated.



It follows that the questions are to be answered as follows: (1) A Registered U. S. Patent
Attorney may list himself as a Patent Attorney in the classified or city directory or in any other
manner permitted by pertinent patent regulations, if he limits his practice to the scope of his
license from the U. S. Patent Office; but the Registered U. S. Patent Attorney who also practices
law under or by reason of his Texas license may not list himself or his qualifications on
letterheads or in a telephone directory or in any other way forbidden to other Texas lawyers. (2)
Except as provided in Canons 39 and 42 and the pertinent interpretative opinions the fact that the
scope of practice of a Texas lawyer is influenced by the existence of a limited-license from
another source is immaterial and may not be used as the basis of any direct or indirect solicitation
or advertisement. (8-1.)



